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Google. They found that the letters in the

Froogles.com domain name are sufficiently

different to make it distinguishable from Google's

mark. Earlier, a trademark examining attorney in

the U.S. Patent and Trademark Office had

determined that the Froogles.com mark was not

confusingly similar to any other trademark,

including Google. Another blow was struck to the

c o m p a n y. 

Gmail

The third Google trademark controversy

revolves around the company's Gmail trademark.

On March 31, 2004, Google released

information about Gmail, its upcoming e-

mail service. Unfortunately, Google waited

until April 7, 2004, to submit an application

for trademark registration of the term

“Gmail.” In the intervening week, three other

entities submitted applications for registration of

that exact term. The delay in registering the

Gmail mark may prove costly to Google. If any of

the other three entities meet the U.S. rules on

priority of use or  bona fide intent-to-use with later

use of the mark in this area, then Google may find

its rights in the Gmail mark severely limited.

Despite the great notoriety Google has acquired

through its innovative search engine, the

company could have been more vigilant in

protecting its valuable intellectual property.

G o o g l e ’s miscues are a lesson to others.

Froogle.com

Google's intellectual property woes continued

with the launch of their “Froogle” shopping

expansion. Richard Wolf operates Froogles.com, a

web site shopping service that was launched in

March 2001. Google did not begin its Froogle

enterprise until December 2002. Upon learning of

Google's attempt to register the Froogle trademark

with the U.S. Patent and Trademark Office, Wo l f

filed his own application and opposed Google's

application for registration. 

In turn, Google has challenged Wolf's use of the

Froogles.com web site by filing a

complaint with the

Internet Corporation for Assigned Names and

Numbers (ICANN). ICANN is an internationally

organized, non-profit corporation that has

responsibility for Internet Protocol (IP) address

space allocation, protocol identifier assignment,

generic (gTLD) and country code (ccTLD) To p -

Level Domain name system management, and

root server system management functions. In

regard to the Google case, ICANN's jurisdiction is

limited to resolving disputes over Internet domain

names. 

In its complaint, Google alleged that “Froogles”

is too similar to “Google.” In July 2004, an

ICANN panel of three judges ruled against

mid significant fanfare of the press and

much second-guessing among pundits,

Google launched its initial public

offering (IPO) last year. Best known as the owner

and operator of the Google.com search engine,

Google owns other businesses, as well. Despite the

company's triumphant success with its IPO,

Google's track record in protecting its own

intellectual property could have been better.

Consider these issues surrounding the registration

of three Google trademarks.

Google.com

While Google was the first to

use the term “Google.com” to

identify its goods and services,

Stelor Productions, Inc. had

previously adopted “Googles”

(plural) as a trademark for children's books and

other children's products. Their web site is the

“home” of the Goo people. Stelor Productions, in

fact, registered its web site “Googles.com” months

before the Google.com web site was established in

1997. Opposing Google’s application for

trademark registration, Stelor Prod u c t i o n s

recently has filed two legal briefs with the U.S.

Patent and Trademark Office. Stelor Prod u c t i o n s

has proposed as a solution to have any and all

searches performed on Google and Froogle relating

to children's products routed to its Googles.com

web site. At this writing the matter is unresolved,

but any such restriction on the operation of the

Google web site would be clearly repressive.
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trademark registered on the principal register of the

federal Lanham Act. 

2. bears a name which shall copy or simulate the

name of any domestic manufacturer or trader, or of

any manufacturer or trader located in any foreign

country which by treaty, convention or law affords

similar privileges to citizens of the United States. 

Any mark on imported goods which is likely to

be associated with a federally registered mark is

deemed by the Customs Service to “copy

or simulate” the registered mark.

Trademark Counterfeiting

The Customs Service seizes imported

g o ods that bear a “counterfeit” mark. The

Lanham Act defines a “counterfeit” as a spurious

mark that is identical with, or substantially

indistinguishable from a registered mark. Under

federal criminal law the Customs Service retains

its enforcement powers whenever a trademark is

federally registered, and importation of counterfeit

g o ods constitutes the crime of trademark

counterfeiting. A registered trademark need not be

formally recorded with the Customs Service for a

seizure of counterfeit good s .

C U N N I N G H A M  C H A I R S  M I T  E N T E R P R I S E  F O R U M  O F  C O N N E C T I C U T

Marina F. Cunningham has been named Chair of the Board of Directors for the MIT Enterprise Forum of

Connecticut. Attorney Cunningham has a graduate degree in engineering from Massachusetts Institute of Technology

(MIT) and a law degree from University of Connecticut School of Law.  She is a partner of McCormick, Paulding & Huber.

The MIT Enterprise Forum of Connecticut is part of a 23-chapter international network of MIT Enterprise Forums

that promotes technology industries in local economies. The Connecticut chapter, founded in 1988, serves as a resource

for Northeast entrepreneurs. The primary focus is on helping entrepreneurial businesses develop and refine strategic plans.  

A popular format used at the MIT Enterprise Forum monthly meetings is a business presentation, or case study. One business is invited

to present its strategic plan at an interactive, educational workshop. Expert panelists ask questions about the industry and markets,

identifying the strengths, weaknesses, opportunities and challenges of this business. The panel reviews the business’s financing, technology,

operations and sales/marketing efforts. The Forum audience can ask questions and assist in the review process.  

Another format used for MIT Enterprise Forum programs is a panel of experts, chosen from various fields, that explores

entrepreneurial opportunities in a specific industry.

McCormick, Paulding & Huber, together with other leading Connecticut organizations, is a proud sponsor of the MIT Enterprise Forum

of Connecticut. John Linderman, senior partner of McCormick, Paulding & Huber, is a founder of the Connecticut chapter and served as its

chair from 1992 to 1995.  

Meeting dates and additional information are available at the MIT Enterprise Forum of Connecticut web site: www.mitforumct.org

mported goods may be subject to U.S.

Customs Service denial of entry or seizure for

trademark violations as defined in the

Lanham Act. The Lanham Act defines the federal

law on trademarks and includes the right to obtain

a federal trademark registration from the Patent

and Trademark Office, trademark violations and

appropriate penalties for the violations. U.S.

Customs Service enforcement procedures are

guided by the Lanham Act in the following

m a n n e r. 

Trademark/Tradename Infringement

The Customs Service denies entry and detains

allegedly infringing imported goods. Customs,

h o w e v e r, can only deny entry of such goods for

federally registered trademarks and common law

tradenames. One must formally record the

registered trademark or tradename with the

Customs Service in order for them to police

imports for infringing goods. 

Section 42 of the Lanham Act reads in part that

no imported merchandise shall be admitted entry

at any customhouse of the United States if it:

1. bears a trademark which shall copy or simulate a

Recourse for Owners and Importers

In the case of infringement, the Customs

Service will not reveal the identity and location of

the infringing importer to the trademark owner. In

a trademark counterfeiting case, however, the

Customs Service will release the identity of the

manufacturer and retailer of seized goods. Federal

law provides recourse for an importer who believes

that the accused goods were improperly denied

entry or seized by the Customs Service.

G e n e r a l l y, the importer may challenge a

denial of entry by filing a protest with

the Customs Service

or by appealing to the

Court of International Trade, depending upon the

circumstances. If the importer wishes to challenge

a seizure of goods, the importer must initiate an

action in federal district court. Moreover, if an

importer wishes to raise substantive trademark

issues then the federal district court is the only

appropriate forum regardless of whether the good s

are denied entry or seized. The primary remedy

available in these forums is an injunction to halt a

seizure or revoke a denial of entry.
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ooney & Bourke, based in Norwalk, CT,

launched a new line of handbags in

August 2003. Although their “It Bag”

resembled the widely-popular Louis Vu i t t o n

“Murakami” bag introduced just months before,

Dooney & Bourke insisted that the company was

simply following a fashion trend. Both handbag

lines have a neutral background with colorful

logos of the company’s initials.

Louis Vuitton, in an unprecedented move,

claimed trademark infringement and filed a suit for

damages in federal court. The Louis Vuitton logos

on a Murakami bag are registered with the U.S.

Patent and Trademark Office. 

The handbags in dispute are not identical but

very similar. This raises an interesting conundrum:

when does following the newest (successful)

fashion trend become trademark infringement? 

Under U.S. trademark law, a person is liable if

use of any word, term, name, symbol or any

combination thereof is likely to cause confusion as

to the source of goods. Ty p i c a l l y, courts consider a

number of factors. These factors can include

similarity between the marks, goods and channels

of trade, as well as the sophistication of consumers.

A d d i t i o n a l l y, courts frequently apply the dilution

doctrine if the use of a similar mark dilutes the

strength of the owner’s trademark. 

Louis Vuitton holds various U.S. trademark

registrations for its logos, designs and initials.

Registering a trademark, such as a name or a logo,

associated with goods or services with the U.S.

Patent and Trademark Office provides an owner

with legal recourse against a trademark infringer. 

Burlington Case

In fact, Louis Vuitton has already filed suit

against Burlington Coat Factory for trademark

infringement of the same Murakami bag. In this

suit the court addressed the likelihood of

confusion factors, i.e., whether the two trademarks

were similar enough to cause confusion.

I n t e r e s t i n g l y, the court found similarity of the

marks to be absent. The hand-beaded Burlington

bag design was “irregular, quirky and cartoon-like”

while the (non-beaded) Louis Vuitton bag was

“crisp and absolutely symmetrical, giving a clean-

edged, ordered look.” 

The difference in price, quality, marketing and

consumers led the court to conclude that the

p r oducts are not “proximate.” In fact, the court

reasoned that the dramatic difference in quality

apparently helped minimize any likelihood of

confusion rather than inflicted damage on the

Louis Vuitton reputation. According to the court,

consumers are sufficiently sophisticated to realize

when they are purchasing a high-end luxury bag or

an off-price discount version.

The court admitted that Burlington did attempt

to imitate the colorful Murakami bag.

Nonetheless, the court found that the discount

department retailer never intended to create

confusion, reasoning that consumers have no

expectations of buying a Louis Vuitton handbag at

a Burlington store. 

Stating that the likelihood of confusion factors

did not support the case, the court denied Louis

Vu i t t o n ’s motion for an injunction.

Dooney & Bourke Case

In the pending Dooney & Bourke case, the

same district court will address the issue again, but

with a twist. Will it make a difference that the

alleged infringer is another top fashion house? 

No doubt confusion factors will be

raised in the Dooney case. While the

bags are not made of the same

material, the gap in quality between

the two is far less obvious than in the Burlington

case. The pattern on both handbags is printed

with a regular and crisp pattern. Moreover, the

handbags are strikingly similar in appearance to

both consumers and fashion editors. Fashion trade

journals have already dubbed the “Murakami” bag

the “It Bag.”

Despite obvious similarities, the presiding judge

in the case recently expressed her skepticism.

Pointing out the different initials used on each

bag, U.S. District Court Judge Shira A. Scheindlin

for the Southern District of New York stated,

“How can I think this is a Louis Vuitton bag? It

says DB all over it.” 

Even so, the stakes are high. Dooney claims that

the company’s It Bags generate forty percent of its

business. Louis Vuitton has made over $40 million

in Murakami handbag sales. 

Is Dooney simply following the latest fashion

trend? Or is Dooney, as Louis Vuitton would urge,

attempting to reap the benefit of Louis Vu i t t o n ’s

g o odwill and notoriety? To what degree will

D o o n e y ’s reputation as a fashion powerhouse

impact the court’s decision?

Maybe the attorney for Burlington best summed

up its position when stating, “Trademark law does

not give you a monopoly on a fashion trend.”
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